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Application/Control Number: 08/941,459 
Art Unit: 2622 

DETAILED ACTION 

Response to Amendment 

1. Applicant's amendment was received on 7/5/01, and has been entered and made of 
record Currently, claims 4-6, 13-16, and 23 through 35 are pending. 

Response to Arguments 

2. Applicant's arguments filed 7/5/01 have been fully considered but they are not 
persuasive. 

3. In response to applicant's arguments regarding the rejection of claim 4, as being 
anticipated by Ishiguro et al (U.S. Re. 34,460), which states on page 1 1 that Ishiguro fails to 
disclose a memory which stores image data of a plurality of frames, as applicant argues that 
Ishiguro discloses a memory that stores the size of a sheet being copied, whereby the size of a 
sheet is not image data, and the size of a sheet is not image data of a plurality of frames. The 
examiner disagrees. As the claim is written, it can be interpreted that the sheet size is image data. 
A size of sheet being copied is data of an image, therein being "image data". Further, the RAM 
in Ishiguro stores the data of an image of the size SI of the sheet being copied, as well as the data 
of an image of the size Sx selected at the start of the copying operation, as read in column 1 8, 
lines 64 through 67. Thus, Ishiguro teaches of a memory for storing image data of a plurality of 
frames, as required by the claim. 

Further, applicant argues on page 1 1 that Ishiguro fails to teach of determining a state of 
the frames of stored image data and comparing the determined states. Ishiguro teaches of 
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determining, for each frame (Sx and SI), a state of a frame of the image data stored in the 
memory (whereby the control circuit determines the size of the data of an image of Sx and SI 
stored in the RAM, thereby determining the state of the frame), and then comparing these 
determined states between the two frames, as read in column 18, line 64 through column 19, line 
7. Therefore, it can be interpreted that Ishiguro teaches of determining, for each frame, a state of 
a frame of the image data stored in the memory, and comparing the state between at least two 
frames, as required by the claim. 

4. Therefore, the rejection of claim 4, as well as claims 6 and 27that depend therefrom, as 
cited in the Office action dated 4/10/01, under 35 U.S.C. 102(b), as being anticipated by Ishiguro 
et al., is maintained and repeated in this Office action. Further, for the same reasons discussed 
above, the rejection of claims 13, 14, 28, 29, 30, and 35, as cited in the Office action dated 
4/10/01, under 35 U.S.C. 102(b), as being anticipated by Ishiguro et al., is maintained and 
repeated in this Office action. 

5. In response to applicant' s arguments regarding the rejection of claim 31, as being 
anticipated by Shinada et al. (U.S. Patent Number 5,008,709), which states on page 15 that 
Shinada fails to disclose comparing the sizes of all of the original documents and based on a 
result of that comparison, permitting an editing function on a image when all images are uniform 
in size and otherwise not permit editing. Shinada teaches of determining a size of an image 
corresponding to image data of each image stored in the memory (read in column 24, lines 3 
through 21, and column 32, lines 44 through 48, as well as column 39, lines 56 through 66, 
wherein the size of the documents is sensed and stored in memory). Further Shinada teaches of 
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controlling the editing an image (being the magnification, in this case) when all images 
corresponding to the plurality of originals are uniform in size (see column 41, lines 24 through 
40, as well as column 39, line 56 through column 40, line 68, wherein the magnification is 
processed on all images corresponding to the plurality of originals uniform in size) and otherwise 
prohibiting editing an image (see column 41, lines 24 through 40, as well as column 39, line 56 
through column 40, line 68, wherein the magnification is prohibited from processing on 
documents that differ in size). The examiner agrees with applicant, in that there are fundamental 
differences in the current invention and the invention of Shinada, but as the claim is currently 
written, Shinada can be interpreted as teaching the feature of determining a size of an image 
corresponding to image data of each image stored in the memory, and controlling the editing of 
an image when all images corresponding to the plurality of originals are uniform in size and 
otherwise prohibiting editing an image, as required in claim 31. 

6. Therefore, the rejection of claim 31, as cited in the Office action dated 4/10/01, under 35 
U.S.C. 102(b), as being anticipated by Shinada et al, is maintained and repeated in this Office 
action. 

7. In response to applicant's arguments regarding the rejection of claim 33, as being 
anticipated by Shinada el al. which states on page 16 that Shinada fails to disclose that the size of 
each of a plurality of originals be determined and compared, and when all images corresponding 
to the plurality of originals are uniform in size, permit stapling, whereas when all images 
corresponding to the plurality of originals are not uniform in size, not permitting stapling. 
Shinada teaches of determining a size of an image corresponding to image data of each image 
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stored in the memory (read in column 24, lines 3 through 21, and column 32, lines 44 through 
48, as well as column 39, lines 56 through 66, wherein the size of the documents is sensed and 
stored in memory). Further, Shinada teaches of permitting the stapler to operate when all images 
corresponding to the plurality of originals are uniform in size (see column 29, line 46 through 
column 32, line 17, as well as column 39, line 56 through column 40, line 60, wherein the 
binding by the stapler is processed on all images corresponding to the plurality of originals 
uniform in size) and otherwise prohibiting the stapler from operating (see column 29, line 46 
through column 32, line 17, as well as column 39, line 56 through column 40, line 60, wherein 
the binding by the stapler is prohibited when the documents differ in size, as the binding of 
copies occurs only when the document sizes are equal). The examiner agrees with applicant, in 
that there are fundamental differences in the current invention and the invention of Shinada, but 
as the claim is currently written, Shinada can be interpreted as teaching the feature of permitting 
the stapler to operate when all images corresponding to the plurality of originals are uniform in 
size and otherwise prohibiting the stapler from operating, as required by claim 33. 

Further, applicant argues on page 16 and 17 that Shinada fails to teach of prohibiting 
stapling of copies in the situation where the size of the copies is not uniform. The examiner notes 
the current limitation of claim 33, which requires "means for determining a size of an image 
corresponding to image data of each image stored in the memory, and means for controlling, 
responsive to the means for determining, which permits the stapler to operate when all images 
corresponding to the plurality of originals are uniform in size and otherwise prohibiting the 
stapler from operating". The limitation of the copies not being uniform is not a requirement in 
the claim. 
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8. Therefore, the rejection of claim 33, as cited in the Office action dated 4/10/01, under 35 
U.S.C. 102(b), as being anticipated by Shinada et al, is maintained and repeated in this Office 
action. Further, for the same reasons discussed above, the rejection of claim 35, as cited in the 
Office action dated 4/1 0/01, under 35 U.S.C. 102(b), as being anticipated by Shinada et al, is 
maintained and repeated in this Office action. 

9. In response to applicant's arguments regarding the rejection of claim 5, as being 
unpatentable over Ishiguro et al (U.S. Re. 34,460) in view of Oshita (U.S. Patent Number 
5,343,306), which states on pages 18 and 19 that Ishiguro and Oshita fail to disclose a memory 
which determines the state of two frames of image data, compares the determined states, and 
prohibits a mode based on the result of the comparison. As discussed above in claim 4, Ishiguro 
can be interpreted as teaching these features. 

10. Therefore, the rejection of claim 5, as cited in the Office action dated 4/10/01, under 35 
U.S.C. 103(a), as being unpatentable over Ishiguro et al in view of Oshita, is maintained and 
repeated in this Office action. 

11. In response to applicant's arguments regarding the rejection of claims 15 and 16, as 
being unpatentable over Ishiguro etal (U.S. Re. 34,460) over Matsuo, which states on pages 19 
through 21 that Ishiguro and Matsuo fail to disclose a memory which stores image data of a 
plurality of frames, and prohibiting selection of an inoperative mode when the size of the 
originals is not uniform. As discussed in claim 13, Ishiguro can be interpreted as teaching these 
features. 
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12. Therefore, the rejection of claims IS and 16, as cited in the Office action dated 4/10/01, 
under 35 U.S.C. 103(a), as being unpatentable over Ishiguro et al in view of Matsuo et al, is 
maintained and repeated in this Office action. 

13. In response to applicant's arguments regarding the rejection of claims 23 and 24, as 
being unpatentable over Collard et al (U.S. Patent Number 5,825,988) in view of Ishiguro et al 
(U.S. Re. 34,460), which states on page 22 that Ishiguro fails to teach of comparing the state 
between two frames, and automatically prohibiting selecting an inoperable print mode based on 
the comparison. As discussed in claim 13, Ishiguro can be interpreted as teaching these features. 

14. Therefore, the rejection of claims 23 and 24, as cited in the Office action dated 4/10/01, 
under 35 U.S.C. 103(a), as being unpatentable over Collard et al in view of Ishiguro et al, is 
maintained and repeated in this Office action. Similarly for the same reasons as above, the 
rejection of claims 25 and 26, as cited in the Office action dated 4/10/01, under 35 U.S.C. 
103(a), as being unpatentable over Collard et al in view of Ishiguro et al., and further in view of 
Matsuo et al, is maintained and repeated in this Office action. 

15. In response to applicant's arguments regarding the rejection of claims 32 and 34, as 
being unpatentable over Shinada et al (U.S. Patent Number 5,008,709) in view of Yoshida et al 
(U.S. Patent Number 5,930,006), which states on pages 23 through 26 that Yoshida fails to teach 
of the deficiencies argued to be lacking in Shinada. As discussed above in claims 31 and 33, 
Shinada can be interpreted as teaching these features. 
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16. Therefore, the rejection of claims 32 and 34, as cited in the Office action dated 4/10/01, 
under 35 U.S.C. 103(a), as being unpatentable over Shinada et al. in view of Yoshida et al., is 
maintained and repeated in this Office action. 

Claim Rejections - 35 USC § 112 

17. The rejection of claims 14 through 16, as cited in the Office action dated 4/10/01, under 
35 U.S.C. 112, are overcome by the changes set forth in the amendment. 

Claim Rejections - 35 USC §102 

18. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

19. Claims 4, 6, 13, 14, 27 through 30, and 35 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Ishiguro et al. (U.S. Patent Number .Re. 34,460, cited in the Office action dated 
4/10/01). 

Regarding claim 4, Ishiguro discloses an image processing device (see Fig. 1) operable in 
a plurality of modes of operation (see Fig. 18, column 12, line 37 through column 13, line 25) 
comprising a memory (RAM) for storing image data of a plurality of frames (column 18, line 64 
through column 19, line 1), a controller (control circuit, seen in Fig. 19) for determining, for each 
frame, a state of a frame of the image data stored in the memory (being the size of the sheet, 
column 18, line 64 through column 19, line 1, wherein the size is determined for SI and Sx, 
which are stored in the RAM), an operation panel for selecting any of the plurality of modes of 
operation (see Figs. 16 through 18, column 12, line 37 through column 13, line 25, and column 
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14, lines 1 1 through 28), and a controller (control circuit, seen in Fig. 19) for comparing the state 
between at least two frames, as determined by the state decision controller (column 18, line 64 
through column 19, line 7, wherein the sheet size Si and Sx are compared), and for 
automatically prohibiting selecting an inoperable mode of operation of the plurality of modes of 
operation through the operation panel based on the result of the comparison (column 19, lines 2 
through 7, and lines 39 through 44). 

Regarding claim 6, Ishiguro discloses the device discussed above in claim 4, and further 
teaches that the state decision controller determines a frame size of the frame of the image data 
(column 18, line 64 through column 19, line 1). 

Regarding claim 13, Ishiguro discloses an image forming apparatus (see Fig. 1) operable 
in a plurality of print modes (see Fig. 18, column 12, line 37 through column 13, line 25) 
comprising a memory (RAM) for storing image data of a plurality of frames (column 18, line 64 
through column 19, line 1 ), a printer for reading the image data stored in the memory for each 
frame and for printing (column 20, lines 3 through 16), a controller (control circuit, seen in Fig. 
19) for determining, for each frame, a state of a frame of the image data stored in the memory 
(being the size of the sheet, column 18, line 64 through column 19, line 1, wherein the size is 
determined for SI and Sx, which are stored in the RAM), an operation panel for selecting any of 
the plurality of print modes (see Figs. 1 6 through 18, column 12, line 37 through column 13, line 
25, and column 14, lines 1 1 through 28), and a controller (control circuit, seen in Fig. 19) for 
comparing the state between at least two frames, as determined by the state decision controller 
(column 18, line 64 through column 19, line 7, wherein the sheet size SI and Sx are compared), 
and for automatically prohibiting selection of an inoperable print mode of the plurality of print 
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modes through the operation panel based on the result of the comparison (column 19, lines 2 
through 7, and lines 39 through 44). 

Regarding claim 14, Ishiguro discloses the apparatus discussed above in claim 13, and 
further teaches of a finisher for stapling sheets printed by the printer (stapler 100 being part of 
sorter 40, see Figs. 1 and 2, column 1, lines 26 through 32, and column 11, lines 37 through 47), 
wherein the state decision controller determines whether the image data stored in the memory 
includes image data having a frame size different than a frame size of other image data stored in 
the memory (column 18, line 64 through column 19, line 1, wherein the size is determined for SI 
and Sx, which are stored in the RAM), and the selection prohibiting controller prohibits selecting 
a staple print mode through the operation panel when it is determined that the memory includes 
image data having a frame size different than a frame size of other image data stored in the 
memory (column 18, line 64 through column 19, line 7, whereby the finishing mode is 
prohibited, thereby prohibiting the staple mode), with the staple print mode being provided so 
that the finisher provides a staple processing (column 19, lines 39 through 61). 

Regarding claim 27, Ishiguro discloses the device discussed above in claim 4, and further 
teaches of a display for displaying an operating state of the image processing device (see Figs. 16 
and 18, panels 120 and 150, wherein panel 120 includes indicator 125, column 12, lines 41 
through 55), and a display controller, responsive to the selection prohibiting controller, for 
displaying on the display an operable mode of operation of the plurality of modes of operation 
(column 16, lines 11 through 16). 

Regarding claim 28, Ishiguro discloses an image processing device (see Fig. 1) operable 
in a plurality of modes of operation (see Fig. 18, column 12, line 37 through column 13, line 25) 
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comprising a memory (RAM) for storing image data of a plurality of frames (column 18, line 64 
through column 19, line 1), a controller (control circuit, seen in Fig. 19) for determining, for each 
frame, a state of a frame of the image data stored in the memory (being the size of the sheet, 
column 1 8, line 64 through column 19, line 1, wherein the size is determined for SI and Sx, 
which are stored in the RAM), a controller (control circuit, seen in Fig. 19), responsive to the 
state decision controller, for comparing the state between at least two frames, as determined by 
the state decision controller (column 18, line 64 through column 19, line 7, wherein the sheet 
size SI and Sx are compared), and for determining an inoperable mode of operation of the 
plurality of modes of operation based on the result of the comparison (column 19, lines 2 through 
7, wherein the finishing mode is determined to be impossible, with the alarm flag F3 being set to 
"1" and the finishing mode flag being set to "1"), and an operation panel, responsive to the 
selection prohibiting controller, for selecting any of the plurality of modes of operation (see Figs. 
16 through 1 8, column 12, line 37 through column 13, line 25, and column 14, lines 1 1 through 
28), with the operation panel automatically prohibiting selecting the thus determined inoperable 
mode of operation (see Fig. 25c, steps S76 and S76a, column 14, lines 19 through 35, and 
column 16, lines 12 through 16). 

Regarding claim 29, Ishiguro discloses the device discussed above in claim 28, and 
further teaches that the state of the frame of the image data determined by the state decision 
controller for each frame thereof is a frame size (column 18, line 64 through column 19, line 1). 

Regarding claim 30, Ishiguro discloses the device discussed above in claim 30, and 
further teaches that the plurality of modes of operation include at least one of economy print 
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mode, two-sided print mode, and staple print mode (column 19, lines 39 through 61, see Fig. 33, 
wherein the stapling processing is part of the finishing mode). 

Regarding claim 35, Ishiguro discloses an image formation apparatus comprising a 
memory (RAM) for storing image data corresponding to a plurality of images (column 18, line 
64 through column 19, line 1), a print portion for forming an image on a sheet (column 6, lines 
49 through 61) from image data stored in the memory (column 14, lines 5 through 56, column 
18, lines 64 through 66, and column 20, lines 3 through 16), a stapler (stapler 100, see Fig. 1) for 
stapling a plurality of printed sheets (column 11, lines 37 through 47), and a controller (control 
circuit, seen in Fig. 19) for which permits the stapler to operate when all of the plurality of 
printed sheets have images formed thereon from image data stored in the memory which are 
uniform in size and otherwise prohibiting the stapler from operating (column 18, line 64 through 
column 19, line 7, wherein the finishing mode is prohibited, with the finishing flag being reset to 
"0", thereby prohibiting the stapling operation from being performed). 

20. Claims 31, 33, and 35 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Shinada et al (U.S. Patent Number 5,008,709, cited in the Office action dated 4/10/01). 

Regarding claim 31, Shinada discloses an image formation apparatus (see Fig. 1) 
comprising a sensor (document sensor 37) for reading an image on an original (column 7, lines 8 
through 48), a memory (buffers, column 226-228, seen in Fig. 13 A, and column 14, line 64 
through column 15, line 9) for storing image data read by the sensor (column 18, lines 38 
through 42, and column 40, lines 28 through 35), means (priority magnification select 
subroutine) for editing image data from image data stored in the memory (column 34, lines 30 
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through 43), an image forming portion for using edited image data to print an image (magnified 
documents, column 40, lines 35 through 56), a feeder (RDH 10) capable of feeding originals 
having different sizes to an image reading position (column 5, lines 4 through 12), means for 
reading (optics 4) mixed originals for reading a plurality of originals collectively set in the feeder 
(column 5, lines 22 through 39, and column 40, lines 40 through 51), means for determining a 
size of an image corresponding to image data of each image stored in the memory (column 39, 
line 56 through column 40, line 6), and means for controlling, responsive to the means for 
determining, which permits the means for editing to edit an image when all images 
corresponding to the plurality of originals are uniform in size (column 39, line 56 through 
column 40, line 68) and otherwise prohibiting the means for editing from editing an image 
(column 39, line 56 through column 40, line 68, and column 41, lines 24 through 40, wherein the 
means for editing, being the magnification routine, is prohibited on documents which are not 
uniform in size with the selected size). 

Regarding claim 33, Shinada discloses an image formation apparatus (see Fig. 1) 
comprising a sensor (document sensor 37) for reading an image on an original (column 7, lines 8 
through 48), a memory (buffers, column 226-228, seen in Fig. 13 A, and column 14, line 64 
through column 15, line 9) for storing image data read by the sensor (column 18, lines 38 
through 42, and column 40, lines 28 through 35), an image forming portion for using edited 
image data stored in the memory to print an image (magnified documents, column 40, lines 35 
through 56), a stapler for stapling a plurality of sheets each bearing a formed image thereon 
(stapler unit 150, column 11, lines 10 through 21), a feeder (RDH 10) capable of feeding 
originals having different sizes to an image reading position (column 5, lines 4 through 12), 
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means for reading (optics 4) mixed originals for reading a plurality of originals collectively set in 
the feeder (column 5, lines 22 through 39, and column 40, lines 40 through 51), means for 
determining a size of an image corresponding to image data of each image stored in the memory 
(column 39, line 56 through column 40, line 6), and means for controlling, responsive to the 
means for determining, which permits the stapler to operate when all images corresponding to 
the plurality of originals are uniform in size (column 40, lines 30 through 68) and otherwise 
prohibiting the stapler from operating (column 40, lines 30 through 68, and column 29, line 46 
through column 32, line 17, wherein the stapler is prohibited from operating on documents which 
are not uniform in size with the selected size, until all of the documents are copied in one 
uniform size). 

Regarding claim 35, Shinada discloses an image formation apparatus (see Fig. 1) 
comprising a memory (buffers, column 226-228, seen in Fig. 13 A, and column 14, line 64 
through column 15, line 9) for storing image data corresponding to a plurality of images (column 
18, lines 38 through 42, and column 40, lines 28 through 35), a stapler for stapling a plurality of 
printed sheets (stapler unit 150, column 1 1, lines 10 through 21), and a controller which permits 
the stapler to operate when all of the plurality of printed sheets have images formed thereon from 
image data stored in the memory which are uniform in size (column 40, lines 30 through 68) and 
otherwise prohibiting the stapler from operating (column 40, lines 30 through 68, and column 29, 
line 46 through column 32, line 17, wherein the stapler is prohibited from operating on 
documents which are not uniform in size with the selected size, until all of the documents are 
copied in one uniform size). 
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Claim Rejections - 35 USC § 103 

21. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

22. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ishiguro et al 
(U.S. Patent Number Re. 34,460, cited in the Office action dated 4/10/01) in view of Oshita 
(U.S. Patent Number 5,343,306, cited in the Office action dated 4/10/01). 

Regarding claim 5, Ishiguro discloses the apparatus discussed above in claim 4, but fails 
to specifically teach if the state decision controller determines a length of a frame of the image 
data. Oshita discloses an image processing device (facsimile machine, column 1, lines 46 
through 53) operable in a plurality of modes of operation (transmitting or receiving modes), 
comprising a memory (page memory 102) for storing image data of a plurality of frames 
(column 3, lines 16 and 17, wherein a plurality of frames or pages of documents are stored in the 
page memory, see column 8, lines 3 through 17), a controller (line counter 107, column 3, lines 
48 through 51) for determining, for each frame, a state of a frame of the image data (column 5, 
lines 26 through 33), an operation panel (manual input section 108) for selecting any of the 
plurality of modes of operation (column 4, lines 1 through 6), and a controller (controller 10, 
column 2, lines 32 through 40) for comparing the state of two frames, as determined by the state 
decision controller (column 5, lines 26 through 41, wherein the length of at least two sheets are 
compared to the currently loaded cut sheet length), and for automatically prohibiting selecting an 
inoperable mode (column 5, lines 42 through 49) of operation of the plurality of modes of 
operation through the operation panel based on the result of the comparison (column 5, line 64 
through column 6, line 35, column 6, line 64 through column 7, line 20). Further, Oshita teaches 
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that the state decision controller determines a length of a frame of the image data in a 
predetermined direction (column 3, lines 48 through 68). Therefore, it would have been obvious 
to a person of ordinary skill in the art at the time the invention was made to include Oshita's 
teachings in Ishiguro's system. Ishiguro's system would easily be modified to include Oshita's 
teachings, as the system's share cumulative features, being additive in nature. 

23. Claims 15 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ishiguro et al. (U.S. Patent Number Re. 34,460, cited in the Office action dated 4/10/01) in view 
of Matsuo et al. (U.S. Patent Number 4,912,5 1 8, cited in the Office action dated 4/10/01). 

Regarding claim i5, Ishiguro discloses the apparatus discussed above in claim 13, and 
further teaches that the state decision controller determines whether the image data stored in the 
memory all have the same frame size (column 18, line 64 through column 19, line 7). However, 
Ishiguro fails to teach of the selection prohibiting controller prohibiting selecting a two-sided 
print mode through the operation panel when it is determined that the image data stored in the 
memory do not all have a same frame size, the two-sided print mode being provided for printing 
the image data of a plurality of frames on both sides of a sheet. Matsuo discloses an image 
forming apparatus (see Fig. 1) operable in a plurality of print modes (column 7, lines 53 through 
68) comprising a printer for printing (column 6, lines 3 through 20), a controller for determining, 
for each frame, a state of a frame of the image data (column 6, line 23 through column 7, line 
24), an operation panel for selecting any of the plurality of print modes (see Fig. 6, column 15, 
lines 1 through 34), and a controller for comparing the state between at least two frames, as 
determined by the state decision controller (column 23, lines 34 through 45), and for 
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automatically prohibiting selection of an inoperable print mode of the plurality of print modes 
through the operation panel based on the result of the comparison (column 21, lines 58 through 
68). Further, Matsuo teaches that that the state decision controller determines whether the image 
data all have the same frame size (column 21, lines 58 through 68) and the selection prohibiting 
controller prohibits selecting an two-side print mode (column 14, lines 24 through 38) through 
the operation panel when it is determined that the image data do not all have a same frame size, 
the two-side print mode being provided for printing the image data of a plurality of frames on 
both sides of a sheet (column 3, lines 45 through 50, column 21, lines 58 through 68, and column 
23, lines 32 through 45). Therefore, it would have been obvious to a person of ordinary skill in 
the art at the time the invention was made to include Matsuo's teachings in Ishiguro's system. 
Ishiguro's system would easily be modified to include Matsuo's teachings, as the system's share 
cumulative features, being additive in nature. 

Regarding claim 16, Ishiguro discloses the apparatus discussed above in claim 13, and 
further teaches that the state decision controller determines whether the image data stored in the 
memory all have the same frame size (column 18, line 64 through column 19, line 7). However, 
Ishiguro fails to teach of the selection prohibiting controller prohibiting selecting an economy 
print mode through the operation panel when it is determined that the image data stored in the 
memory do not all have a same frame size, the economy print mode being provided for printing 
the image data of a plurality of frames on one same side of a sheet. Matsuo discloses an image 
forming apparatus (see Fig. 1) operable in a plurality of print modes (column 7, lines 53 through 
68) comprising a printer for printing (column 6, lines 3 through 20), a controller for determining, 
for each frame, a state of a frame of the image data (column 6, line 23 through column 7, line 
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24), an operation panel for selecting any of the plurality of print modes (see Fig. 6, column 15, 
lines 1 through 34), and a controller for comparing the state between at least two frames, as 
determined by the state decision controller (column 23, lines 34 through 45), and for 
automatically prohibiting selection of an inoperable print mode of the plurality of print modes 
through the operation panel based on the result of the comparison (column 21, lines 58 through 
68). Further, Matsuo teaches that that the state decision controller determines whether the image 
data all have the same frame size (column 21, lines 58 through 68) and the selection prohibiting 
controller prohibits selecting an economy print mode (column 14, lines 24 through 38) through 
the operation panel when it is determined that the image data do not all have a same frame size, 
the economy print mode being provided for printing the image data of a plurality of frames on 
one same side of a sheet (column 21, lines 58 through 68, and column 23, lines 32 through 45). 
Therefore, it would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to include Matsuo's teachings in Ishiguro's system. Ishiguro's system would 
easily be modified to include Matsuo's teachings, as the system's share cumulative features, 
being additive in nature. 

24. Claims 23 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Collard et al (U.S. Patent Number 5,825,988, cited in the Office action dated 4/10/01) in view of 
Ishiguro et al (U.S. Patent Number Re. 34,460, cited in the Office action dated 4/10/01). 

Regarding claim 23, Collard discloses an image forming apparatus operable in a plurality 
of print modes (see Figs. 6A and 6B, digital, 2-sided, and 1 -sided modes), comprising a memory 
(central storage means 15, or memory disc 23) for storing a plurality of print jobs (column 5, 
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lines 9 through 61), each print job containing image data of at least two frames (column 5, lines 
20 through 29), a selector for selecting one of the plurality of print jobs stored in the memory 
(column 7, lines 18 through 27), a controller (control module 18) for determining, for each 
frame, a state of a frame of the image data contained in the print job selected by the print-job 
selector (column 7, lines 28 through 37), a printer (printing unit 3) for printing the image data 
contained in the print job selected by the print-job selector (column 4, lines 15 through 60), an 
operation panel (panel 19) for selecting any of the plurality of print modes (column 6, lines 10 
through 65), and a controller (control unit 18) for selecting a print mode of the plurality of print 
modes through the operation panel based on the thus determined state of the image data 
contained in the print job selected by the print-job selector (column 4, line 61 through column 5, 
line 8, and column 7, lines 33 through 63). 

However, Collard fails to teach of the controller for comparing the state between at least 
two frames, as determined by the state decision controller, and for automatically prohibiting 
selecting an inoperable print mode based on the result of the comparison. Ishiguro discloses an 
image forming apparatus (see Fig. 1) operable in a plurality of print modes (see Fig. 18, column 
12, line 37 through column 13, line 25) comprising a memory (RAM) for storing image data of a 
plurality of frames (column 18, line 64 through column 19, line 1), a printer for reading the 
image data stored in the memory for each frame and for printing (column 20, lines 3 through 16), 
a controller (control circuit, seen in Fig. 19) for determining, for each frame, a state of a frame of 
the image data stored in the memory (being the size of the sheet, column 18, line 64 through 
column 19, line 1, wherein the size is determined for SI and Sx, which are stored in the RAM), 
an operation panel for selecting any of the plurality of print modes (see Figs. 16 through 18, 
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column 12, line 37 through column 13, line 25, and column 14, lines 1 1 through 28), and a 
controller (control circuit, seen in Fig. 19) for comparing the state between at least two frames, 
as determined by the state decision controller (column 18, line 64 through column 19, line 7, 
wherein the sheet size SI and Sx are compared), and for automatically prohibiting selection of 
an inoperable print mode of the plurality of print modes through the operation panel based on the 
result of the comparison (column 19, lines 2 through 7, and lines 39 through 44). Therefore, it 
would have been obvious to a person of ordinary skill in the art at the time the invention was 
made to include Ishiguro's teachings within Collard's system. Collard's system would easily be 
modified to include Ishiguro's teachings, since both systems share cumulative features, being 
additive in nature. 

Regarding claim 24 y Collard and Ishiguro disclose the apparatus discussed above in claim 
23, and Ishiguro further teaches of a finisher for stapling sheets printed by the printer (stapler 
100 being part of sorter 40, see Figs. 1 and 2, column 7, lines 26 through 32, and column 1 1, 
lines 37 through 47), wherein a print job selected contains image data of a plurality of frames and 
the state decision controller determines whether the selected print job contains image data of a 
plurality of frames and the state decision controller determines whether the print job selected 
contains image data having a frame size different than a frame size of other image data contained 
in the selected print job (column 18, line 64 through column 19, line 1, wherein the size is 
determined for SI and Sx, which are stored in the RAM), and wherein the selection prohibiting 
controller prohibits selecting a staple print mode through the operation panel when it is 
determined that the selected print job contains image data having a frame size different than a 
frame size of other image data contained in the selected print job (see abstract, column 3, lines 
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16 through 19, and column 18, line 64 through column 19, line 7, whereby the finishing mode is 
prohibited, thereby prohibiting the staple mode), with the staple print mode being provided, so 
that the finisher provides a staple processing (column 19, lines 39 through 61). Therefore, it 
would have been obvious to a person of ordinary skill in the art at the time the invention was 
made to include Ishiguro's further teachings within Collard's system. Collard's system would 
easily be modified to include Ishiguro's teachings, since both systems share cumulative features, 
being additive in nature. 

25. Claims 25 and 26 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Collard et al (U.S. Patent Number 5,825,988, cited in the Office action dated 4/10/01) in view of 
Ishiguro et al (U.S. Patent Number Re. 34,460, cited in the Office action dated 4/10/01), and 
further in view of Matsuo et al (U.S. Patent Number 4,912,518, cited in the Office action dated 
4/10/01). 

Regarding claim 25, Collard and Ishiguro disclose the apparatus discussed above in claim 
23, and Ishiguro further teaches that the state decision controller determines whether the image 
data contained in the selected image data all have the same frame size (column 18, line 64 
through column 19, line 7). However, Collard and Ishiguro fail to teach of the selection 
prohibiting controller prohibiting selecting an two-side print mode through the operation panel 
when it is determined that the image data contained in the selected print job do not all have a 
same frame size, the two-side print mode being provided for printing the image data of a 
plurality of frames on both sides of a sheet. Matsuo discloses an image forming apparatus (see 
Fig. 1) operable in a plurality of print modes (column 7, lines 53 through 68) comprising a 
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printer for printing (column 6, lines 3 through 20), a controller for determining, for each frame, a 
state of a frame of the image data (column 6, line 23 through column 7, line 24), an operation 
panel for selecting any of the plurality of print modes (see Fig. 6, column 15, lines 1 through 34), 
and a controller for comparing the state between at least two frames, as determined by the state 
decision controller (column 23, lines 34 through 45), and for automatically prohibiting selection 
of an inoperable print mode of the plurality of print modes through the operation panel based on 
the result of the comparison (column 21, lines 58 through 68). Further, Matsuo teaches that that 
the state decision controller determines whether the image data all have the same frame size 
(column 21, lines 58 through 68) and the selection prohibiting controller prohibits selecting a 
two-side print mode (column 14, lines 24 through 38) through the operation panel when it is 
determined that the image data do not all have a same frame size, the two-side print mode being 
provided for printing the image data of a plurality of frames on both sides of a sheet (column 3, 
lines 45 through 50, column 21, lines 58 through 68, and column 23, lines 32 through 45). 
Therefore, it would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to include Matsuo's teachings in Ishiguro's system. Ishiguro's system would 
easily be modified to include Matsuo's teachings, as the system's share cumulative features, 
being additive in nature. 

Regarding claim 26, Collard and Ishiguro disclose the apparatus discussed above in claim 
23, and Ishiguro further teaches that the state decision controller determines whether the image 
data contained in the selected image data all have the same frame size (column 18, line 64 
through column 19, line 7). However, Collard and Ishiguro fail to teach of the selection 
prohibiting controller prohibiting selecting an economy print mode through the operation panel 
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when it is determined that the image data contained in the selected print job do not all have a 
same frame size, the economy print mode being provided for printing the image data of a 
plurality of frames on one same side of a sheet. Matsuo discloses an image forming apparatus 
(see Fig. 1) operable in a plurality of print modes (column 7, lines 53 through 68) comprising a 
printer for printing (column 6, lines 3 through 20), a controller for determining, for each frame, a 
state of a frame of the image data (column 6, line 23 through column 7, line 24), an operation 
panel for selecting any of the plurality of print modes (see Fig. 6, column 15, lines 1 through 34), 
and a controller for comparing the state between at least two frames, as determined by the state 
decision controller (column 23, lines 34 through 45), and for automatically prohibiting selection 
of an inoperable print mode of the plurality of print modes through the operation panel based on 
the result of the comparison (column 21, lines 58 through 68). Further, Matsuo teaches that that 
the state decision controller determines whether the image data all have the same frame size 
(column 21, lines 58 through 68) and the selection prohibiting controller prohibits selecting an 
economy print mode (column 14, lines 24 through 38) through the operation panel when it is 
determined that the image data do not all have a same frame size, the economy print mode being 
provided for printing the image data of a plurality of frames on one same side of a sheet (column 
21, lines 58 through 68, and column 23, lines 32 through 45). Therefore, it would have been 
obvious to a person of ordinary skill in the art at the time the invention was made to include 
Matsuo' s teachings in Ishiguro's system. Ishiguro's system would easily be modified to include 
Matsuo's teachings, as the system's share cumulative features, being additive in nature. 
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26. Claims 32 and 34 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shinada et al. (U.S. Patent Number 5,008,709, cited in the Office action dated 4/10/01) in view 
of Yoshida et al (U.S. Patent Number 5,930,006, cited in the Office action dated 4/10/01). 

Regarding claim 32, Shinada discloses the apparatus discussed above in claim 31, but 
fails to teach if the means for editing image edits an image in the manner suitable for providing 
two images for printing on a single side of a sheet. Yoshida discloses an image forming 
apparatus that includes a means for editing an image in the manner suitable for providing two 
images for printing on a single side of a sheet (column 10, lines 32 through 43, wherein N=2). 
Therefore, it would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to include Yoshida- s teachings in Shinada 5 s system. Shinada' s system 
would become more versatile with the addition of Yoshida 5 s teachings, as a user would have 
added options for a desired output format. 

Regarding claim 34, Shinada discloses an image formation apparatus (see Fig. 1) 
comprising a memory (buffers, column 226-228, seen in Fig. 13 A, and column 14, line 64 
through column 15, line 9) for storing image data corresponding to a plurality of images (column 
18, lines 38 through 42, and column 40, lines 28 through 35), means (priority magnification 
select subroutine) for editing image data from image data stored in the memory (column 34, lines 
30 through 43), and means for controlling, which permits the means for editing to operate when 
image data stored in the memory are uniform in image size (column 39, line 56 through column 
40, line 68) and otherwise prohibiting the means for editing from operating (column 39, line 56 
through column 40, line 68, wherein the means for editing, being the magnification routine, is 
prohibited on documents which are not uniform in size with the selected size). 
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However, Shinada fails to teach if the means for editing edits in a manner suitable for 
providing two images on a single side of a sheet. Yoshida discloses an image formation 
apparatus comprising a memory (multiport image memory 304 within memory 30, see Fig. 5) for 
storing image data corresponding to a plurality of images (column 6, lines 47 through 51, 
wherein two pages are stored, and column 7, lines 25 through 28), means for editing image data 
from image data stored in the memory in a manner suitable for providing two images on a single 
side of a sheet (column 10, lines 32 through 43, wherein N=2), and means for controlling, which 
permits the means for editing to operate and otherwise prohibiting the means for editing from 
operating (column 16, lines 17 through 55). Therefore, it would have been obvious to a person of 
ordinary skill in the art at the time the invention was made to include Yoshida' s teachings in 
Shinada' s system. Shinada' s system would become more versatile with the addition of Yoshida' s 
teachings, as a user would have added options for a desired output format. 

Conclusion 

27. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
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however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

28. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joe Pokrzywa whose telephone number is (703) 305-0146. The 
examiner can normally be reached on Monday-Friday, 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward L. Coles can be reached on (703) 305-4712. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 872-9314 for regular 
communications and (703) 872-93 14 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 306-0377. 
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